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Claim Rejections - 35 USC §102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-4, 8, 1 1-17, 19-29, 3 1-34 and 37-43 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Rosenberg et al (WO 99/49443). 

Regarding claim 1, Rosenberg teaches of a computer mouse (Fig. 1, reference character 
12 and Fig. 2, reference character 32) comprising a housing (Fig. 1, outside cover of mouse) and 
a rotary dial positioned relative to an external surface of the housing (Fig. 1, reference character 
16, Fig. 3A, reference character 54, page 16, lines 1-4 and page 20, line 37-page 21, line 2), the 
housing providing a platform for sliding the mouse along a surface in order to move a cursor or 
pointer on a display screen of a computer system (see Fig. 1), the rotary dial rotating around an 
axis in order to implement a control function (page 16, line 6) in the computer system, the rotary 
dial rotating within a plane that is substantially parallel to the external surface of the housing 
(page 16, lines 1-3), the rotary dial having an engageable face for allowing a user to facilitate 
rotation of the rotary dial, the engageable face being completely exposed to the user (Fig. 3A, 
reference character 54. Note that top face is engageable and completely exposed). 

Regarding claim 2, Rosenberg teaches of the control function being associated with 
performing an action on the display screen (page 10, lines 26-28). 

Regarding claim 3, Rosenberg teaches of the control function corresponding to a 
scrolling feature (page 10, line 28). 
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Regarding claim 4, Rosenberg teaches that the control function is used to control various 
applications associated with a computer system (page 2, lines 18 and 19). 

Regarding claim 8, Rosenberg teaches that the engageable face is substantially parallel to 
the external surface of the housing (Figs. 3 A, reference character 54. See top face). 

Regarding claim 11, Rosenberg teaches that the rotary dial is tangentially accessible to a 
user from the entire circumference of the rotary dial (Figs. 3A, reference character 54. The user 
can access the rotary dial from all sides of its circumference). 

Regarding claim 12, Rosenberg teaches of a mouse for moving a cursor or pointer on a 
display screen (page 24, lines 17-18) comprising: a mouse housing (Fig. 1, outside cover of 
mouse); and a disk coupled to the mouse housing (Fig. 1, reference character 16, Fig. 3 A, 
reference character 54, page 16, lines 1-4 and page 20, line 37-page 21, line 2), and rotatable 
about an axis (page 16, line 2), the disk being configured to facilitate a control function on the 
display screen (Fig. 3 A, reference character 54, and page 16, lines 1-6), the disk having a 
touchable surface for rotating the disk about the axis (Fig. 3 A, reference character 54. See top 
surface), the touchable surface being completely accessible to a finger of the user such that the 
disk can be continuously rotated by a simple swirling motion of the finger (Fig. 3 A, reference 
character 54 and page 16, lines 1-3. Note that top face can be continuously rotated by swirling 
motion of finger). 

Regarding claim 13, Rosenberg teaches that the control function is associated with 
performing an action on the display screen (page 10, lines 26-28). 

Regarding claim 14, Rosenberg teaches that the control function corresponds to a 
scrolling feature (page 10, line 28). 
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Regarding claim 15, Rosenberg teaches that the scrolling feature allows a user to move 
displayed data across a viewing area on the display screen so that a new set of displayed data is 
brought into view in the viewing area (page 2, lines 16-17 and page 27, lines 1-2). 

Regarding claim 16, Rosenberg teaches that the rotation of the rotary disk causes the 
displayed data to move across the viewing area of the display screen (page 2, lines 16-17 and 
page 27, lines 1-2). 

Regarding claim 17, Rosenberg teaches that the displayed data is moved vertically or 
horizontally on the display screen (page 2, lines 16-17, page 10, lines 30-34 and page 27, lines 1- 

Regarding claim 19, Rosenberg teaches that the mouse housing provides a pressing, or 
clicking action for performing an action on the display screen (page 10, lines 17-18). 

Regarding claim 20, Rosenberg teaches of a computer mouse (Fig. 1, reference character 
12 and Fig. 2, reference character 32) comprising: a mouse housing that provides a structure for 
moving the computer mouse along a surface and for gripping the mouse for movement thereof 
(see Fig. 1); a position detection mechanism operatively supported by the mouse housing, the 
position detection mechanism being configured for tracking the position of the mouse as its 
moved along the surface (page 24, lines 17-18); a disk positioned relative to an external surface 
of the mouse housing (Fig. 1, reference character 16) the disk being rotatably coupled to the 
mouse housing about an axis that is normal to the external surface of the mouse housing (Fig. 
3A, reference character 54, page 16, lines 1-4 and page 20, line 37-page 21, line 2), and the 
having a user input receiving surface for facilitating movements thereof about the axis(Fig. 1, 
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reference character 16 and Fig. 3 A, reference character 54, both have a surface accessible by the 
user for movement); and an encoder for monitoring the rotation of the disk (page 21, lines 4-5). 

Regarding claim 21, Rosenberg teaches that a substantial portion of the surface is 
exposed outside of the body (see Fig. 3B, reference character 68. Note that the wheel has a 
substantial portion its surface outside the body). 

Regarding claim 22, Rosenberg teaches that the surface is completely accessible to a 
finger of the user (see Fig. 3A, reference character 54. Note that the top face is completely 
accessible to a user's finger). 

Regarding claim 23, Rosenberg teaches that the disk is configured to facilitate a control 
function on the display screen (Fig. 3 A, reference character 54, and page 16, lines 1-6). 

Regarding claim 24, Rosenberg teaches that the control function corresponds to a 
scrolling feature (page 10, line 28). 

Regarding claim 25, Rosenberg teaches that the surface corresponds to the top of the 
mouse housing (Fig. 1, reference character 16 and page 10, lines 19-20). 

Regarding claim 26, Rosenberg teaches that the external surface corresponds to the side 
of the mouse housing (page 10, lines 20-21 . Note that in a mouse such as the one in Fig. 1, the 
thumb rests or is normally placed relative to the side of the mouse body). 

Regarding claim 27, Rosenberg teaches that the surface of the disk is substantially flush 
with a top external surface of the mouse housing (see Fig. 1, reference character 16. Note that the 
disk is substantially flush with the surface of the mouse body). 

Regarding claim 28, Rosenberg teaches that the plane of rotation of the disk is parallel to 
a top external surface of the body (page 16, lines 1-3). 
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Regarding claim 29, Rosenberg teaches of the disk including tactile elements for 
increasing the feel of the disk (page 10, lines 23-24) the tactile elements are bumps extending 
from the user input receiving surface or voids representing removed sections of the surface (page 
10, lines 23-24). 

Regarding claim 31, Rosenberg teaches that the encoder is a mechanical encoder or 
optical encoder (page 21, lines 3-13). 

Regarding claim 32, Rosenberg teaches that the mouse housing provides a pressing, or 
clicking action for performing an action on a display screen (page 10, lines 17-18). 

Regarding claim 33, Rosenberg teaches that the clicking is actuated in a direction normal 
to the body (See Fig. 1, reference character 15. The click buttons are parallel to the top surface of 
the mouse body, and the clicking action is normal, or perpendicular, to the mouse body). 

Regarding claim 34, Rosenberg further teaches of a base coupled to the body, the base 
being configured to make moving contact with a surface when the body is moved by the user 
(See Fig. 1, bottom of mouse, and page 10, lines 2-5). 

Regarding claim 36, Rosenberg teaches of a positional movement detecting mechanism 
for moving an input pointer on a display screen (col. 10, lines 3-7 and col. 24, lines 17-18). 

Regarding claim 37, Rosenberg teaches of a button, or click button, for allowing the user 
to make a selection on the display (Fig. 1, reference character 15, and page 10, lines 17-18). 

Regarding claim 38, see claim 27, above. 

Regarding claim 39, see claim 33, above. 

Regarding claim 40, see claims 28 and 33, above. 



Application/Control Number: 10/072,765 Page 7 

Art Unit: 2673 

Regarding claim 41, Rosenberg teaches that the disk is configured to sit in mouse 
housing (see Fig. 1, reference character 16). 

Regarding claim 42, Rosenberg teaches that the disk recessed below, level with, or 
extend above the external surface of the mouse housing (see Fig 1, reference character 16). 

Regarding claim 43, Rosenberg teaches the disk attached to a shaft (Fig. 5, reference 
character 128) that rotates within a shaft housing attached to the mouse housing (page 23, lines 
1-15). The optical encoder (page 21, line 5) includes all the typical members of a mouse wheel 
encoder. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rosenberg (see 
above) in view of McLoone et al (US 2002/0158844). 

Regarding claim 18, Rosenberg teaches that the wheel, or disk, can be used for scrolling a 
document in a window (page 10, lines 27-28). 

However, Rosenberg fails to teach that side to side manipulation of the disk corresponds to 
horizontal scrolling, and that forwards and backwards manipulation of the disk corresponds to 
vertical scrolling. 

McLoone teaches of a mouse having a scroll wheel, or disk (Fig. 1, reference character 30) 
wherein side to side manipulation of the disk corresponds to horizontal scrolling (page 4, 
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paragraph 37, lines 1-21), and wherein forwards and backwards manipulation of the disk 
corresponds to vertical scrolling (page 3, paragraph 36, lines 1-11). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have the side to side, as well as the forwards and backwards manipulation of the 
disk for the purpose of scrolling both vertically and horizontally, as taught by McLoone, in the 
device of Rosenberg because it makes it easy for a user to scroll an image both horizontally and 
vertically relative to the display screen without needing to reposition the peripheral device or 
repositioning the hand on the device (See McLoone, page 2, paragraph 9, lines 8-12 and 
paragraph 11, lines 1-8). 

5. Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rosenberg (see 
above) in view of Lin (US 2002/0154090). 

Regarding claim 35, Rosenberg fails to teach that the axis is obliquely positioned relative 
to the base. 

Lin teaches of a mouse (page 1, paragraph 15, line 5) having a rolling wheel, or disk (Figs. 5-7, 
reference character 11), with an axis of rotation obliquely positioned relative to the base (page 1, 
paragraph 17, lines 1-11, and paragraph 18, lines 1-7. Note that when the user adjusts the 
scrolling device (see Figs. 6-7, reference character 1) to a specific angle, the axis of rotation of 
the rolling wheel is then obliquely positioned relative to the base of the mouse). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have the axis of rotation of the rolling wheel obliquely positioned with respect to 
the base, as taught by Lin, in the device of Rosenberg because the user can rotate the scrolling 
device to a specific angle for more comfortable operation thus reducing the strain of finger and 
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wrist during operation (see Lin, page 1, paragraph 4, lines 1-3, paragraph 5, lines 2-4 and 
paragraph 18, line 8-9). 

Response to Arguments 

6. Applicant's arguments filed 6-2-2004 have been fully considered but they are not 
persuasive. 

Applicant argues that while Rosenberg may state that the control knob 54 can be oriented 
similarly to the mouse wheel 16, he does not teach or suggest a mouse wheel 16 that can be 
oriented similarly to the knob 54. 

Examiner disagrees because Rosenberg teaches clearly that the knob 54 can be used alternately 
in the mouse, remote control, etc, and that the mouse can be alternately a remote control, (see 
page 16, lines 1-4 and page 20, line 37-page 21, line 2). Also, the mouse wheel and the dial in 
Rosenberg are interchangeable since they are known to be used for the same purpose of scrolling 
and selection. Since the orientation of the remote control dial can be substituted for the 
orientation of the mouse wheel, then the orientation of the mouse wheel can also be substituted 
for the orientation of the dial. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ricardo L. Osorio whose telephone number is 703 305-2248. 
The examiner can normally be reached on Monday through Thursday from 7:00 A.M. to 5:30 
P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bipin Shalwala whose telephone number is 703 305-4938. 
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Any response to this action should be mailed to: 



Commissioner of Patents and Trademarks 



Washington, D.C. 20231 



or faxed to: 



703 872-9306 (for Technology Center 2600 only) 



Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 

Arlington, VA, Sixth Floor (Receptionist). 
Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Ricardo L. Osorio 
Examiner 
Art Unit: 2673 
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August 18, 2004 



